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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on December 30, 2005 has been entered. 

Claim Rejections 35 U.S.C. 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 3-9 and 1 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Deckner et al. (EP 0 238 302, IDS), in view of Wechter et al. (US 6,048,891, 6,555,575). 

3. Deckner et al. teaches a cosmetic, or topical composition comprising 6-hydroxy-2,5,7,8- 
tetramethyl-chroman-2-carboxylic acid in the amount of 0.01 to 50% as a free radical inhibitor 
and other well-known ingredients for topical compositions, such as humectant, emulsifier, and 
method of using the same for inhibiting generation of free radical in the skin. See, particularly, 
pages 2-4, and the claims. 

4. Deckner et al. do not teach expressly the employment of 6-hydroxy-2,5,7,8-tetramethyl- 
chroman-2-ethylenecarboxylic acid. 

5. However, Wechter et al. teaches that carboxylic derivatives of tocopherols are similarly 
useful as therapeutical agents, particularly, as antioxidants, or free radical inhibitors. See, 
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particularly, columns 6-11, 35-37 in '891. The length of the linker between the carboxyl moiety 
and chroman may be varied from a bond to five methylenes. See formula I in column 6, wherein 
m is defined as 0-5. Wechter et al. expressly teaches that 6-hydroxy-2,5,7,8-tetramethyl- 
chroman-2-ethylenecarboxylic acid (LUU-a) is useful as antioxidant agent. See, particularly, the 
claims in 4 575. 

6. Therefore, it would have been prima facie obvious to a person of ordinary skill in the art, 
at the time the claimed the invention was made, to use 6-hydroxy-2,5,7,8-tetramethyl-chroman- 
2-ethylenecarboxylic acid in Deckner's cosmetic composition and use the same for protecting 
skin. 

7. A person of ordinary skill in the art would have been motivated to use 6-hydroxy-2,5,7,8- 
tetramethyl-chroman-2-ethylenecarboxylic acid in Deckner's cosmetic composition and use the 
same for protecting skin because carboxylic derivatives of tocopherols in general, and 6- 
hydroxy-2,5,7,8-tetramethyl-chroman-2-ethylenecarboxylic acid in particular, are known to be 
similarly useful as antioxidants, or free radical inhibitors. 

Response to the Arguments 
The declaration under 35 U.S.C. 1.132 by Dr. Haremza, and applicants' remarks 
submitted December 30, 2005 have been fully considered, but are not persuasive. 

8. The declaration under 37 CFR 1.132 filed December 30, 2005 is insufficient to overcome 
the rejection of claims 3-9 and 1 1-12 based upon Deckner et al. (EP 0 238 302, IDS), in view of 
Wechter et al. as set forth in the last Office action because: the evidences presented in the 
declaration are not sufficient to rebut the prima facie case of obviousness for the following 
reasons: 
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9. The results are not unexpected. Note that any differences between the claimed invention 
and the prior art may be expected to result in some differences in properties. The issue is whether 
the properties differ to such an extent that the difference is really unexpected. In re Merck & 
Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). The declaration shows that 6-hydroxy- 
2,5,7,8-tetramethyl-chroman-2-ethylenecarboxylic acid (CEHC, or LLU-a) has better 
antioxidative activity than vitamin E and 6-hydroxy-2,5,7,8-tetramethyl-chroman-2-carboxylic 
acid. However, such superiority would have been obvious to one of ordinary skill in the art, 
particularly, in view of Wechter' s teaching. Wechter et al. teaches that carboxylic derivatives of 
tocopherols are similarly useful as therapeutical agents, particularly, as antioxidants, or free 
radical inhibitors. See, particularly, columns 6-11, 35-37 in ' 891. The length of the linker 
between the carboxyl moiety and chroman may be varied from a bond to five methylenes. See 
formula I in column 6, wherein m is defined as 0-5. Wechter et al. expressly teaches that 6- 
hydroxy-2,5,7,8-tetramethyl-chroman-2-ethylenecarboxylic acid (LUU-a) is useful as 
antioxidant agent. Therefore, Wechter teaches that LUU-a is the preferred species for 
antioxidants, and has fairly suggested that LUU-a is better than 6-hydroxy-2,5,7,8-tetramethyl- 
chroman-2-carboxylic acid as antioxidant or free radical inhibitor. Further, Wechter teaches that 
LUU-a is a better free radical inhibitor than a-tocopherol. See examples 27 in columns 36-37. 

10. Regarding the establishment of unexpected results, a few notable principles are well 
settled. It is applicant's burden to explain any proffered data and establish how any results 
therein should be taken to be unexpected and significant. Particularly, the evidence relied 
*>upon< should establish "that the differences in results are in fact unexpected and unobvious 
and of both statistical and practical significance." Ex parte Gelles, 22 USPQ2d 1318, 1319 (Bd. 
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Pat. App. & Inter. 1992). See MPEP 716.02 (b). The claims must be commensurate in the scope 
with any evidence of unexpected results. See MPEP 716.02 (d). As discussed above, the results 
as shown in the declaration are not unexpected. 

Applicants' arguments that the claimed invention is allowable because there is an 
unexpected benefit residing in the claimed invention is deemed unpersuasive as a prima facie 
case of unexpected results has not been established. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shengjun Wang whose telephone number is (571) 272-0632. The 
examiner can normally be reached on Monday to Friday from 7:00 am to 3:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan, can be reached on (571) 272-0629. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Shengjun Wang " 
Primary Examiner 
Art Unit 1617 
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